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-- The MAILING DATE of this communication appears on the cover sheet with the correspondence address ~ 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE three MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1.136 (a). In no event, however, may a reply be timety filed after SIX (6) MONTHS from the 
mailing date of this communication. 

- It the period for reply specified above is less than thirty (30) days, a paply within th<i statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory [jtuiod will .-i W )l y .mci wt.i uxpue SIX (6) MONTHS from the mailing date of this communication. 
■ Failure to reply within the set or extended period for reply will, bv statute, ciu^u ih« opiJti^itiim to become ABANDONED (35 U.S.C. § 133). 

- Any reply received by the Office later than three months after tlw mailing daw ot this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1)B Responsive to communication^} filed on Jul 30, 2002 . 



2a) 63 This action is FINAL. 2b} T 1 This action is non-final. 

3}D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 
closed in accordance with the practice under fx fwrrt-i Qttay/e, 1935 CD. 11; 453 O.G. 213. 
Disposition of Claims 

4}K Claim(s} 1-26 and 28-32 is/are pending in the application. 

4a) Of the above, claim(s) 2-19, 22, and 30-32 is/are withdrawn from consideration. 

5}D Claim(s) is/are allowed. 

6) 63 Claim(s) 1, 20, 2 1, 23-26, 28, and 29 is/are rejected. 

7) D Cfaim(s) 

8) D Claims 



is/are objected to. 



are subject to restriction and/or election requirement. 



Application Papers 

9)D The specification is objected to by the Examiner. 



10)D The drawing(s} filed on 



is/are a) □ accepted or b)D objected to by the Examiner. 



Applicant may not request that any objection to th" tJr;iwiiuj(s) be held in abeyance. See 37 CFR 1.85(a). 

11) D The proposed drawing correction filed on is: a)D approved b)D disapproved by the Examiner 

If approved, corrected drawings are required in repi/ to this Office action. 

12) D The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§ 119 and 120 

13) D Acknowledgement is made of a claim foi foreign ^.tority under 35 U.S.C. § 1 1 9(a)-(d) or (f). Q_ 
a)D All b}D Some* c)D None of: O 

1. □ Certified copies of the priority documents Iwe been received. ^ 

2. □ Certified copies of the priority documents n;.ve neen received in Application No. ■ j 



3. □ Copies of the certified copies of the priority uucik lents have been received in this National Stage 
application from the International i.l. [. CT Rule 17.2(a)). 
*See the attached detailed Office action tor a list of t.-.e certified copies not received. 

14) D Acknowledgement is made of a claim tor domain : pi.ority under 35 U.S.C. § 119(e). 
a)D The translation of the foreign language provisiu.i:il replication has been received. 

15) D Acknowledgement is made of a claim for domestic priority under 35 U.S.C. §§120 and/or 121. 

Attachment(s) 

1) □ Notice of References Cited IPT0-892) 

2) Q Notice of Draftsperson's Patent Drawing Review (PTO-0 J ' 

3) 64) Information Disclosure Statements! (PTO-1449) Paper N . & 1 -'■ 



A ^ Interview Summaiy (PTO-413) Paper No(s). 

r i, \ Ua\co of Informal Patent Application (PTO-152) 
f Otlior: 



U. S. Patent and Trademark Office 

PTO-326 (Rev. 04-01) 



Oftic 



Summary 



Part of Paper No. 14 
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DETAILED ACTION 



Claim Rejections - 35 (JSC § 103 



1. The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

2. Claims 1, 20, 21, 25, 26 and 28 stand rejects under 35 U.S.C. 103(a) as being 
unpatentable over HAQUE et al. (4,598,022) in view of Applicant's admission, for 
reasons as of record. 

3. Claim 24 stands rejected under 35 U.S.C. 103(a) as being unpatentable over 
HAQUE v 022 in view of Applicant's admission as applied to claims 1, 20, 21, 25, 26 and 
28 above, and further in view of HAQUE et al. (4,588,641), for reasons as of record. 

4. Claim 29 stands rejected under 35 U.S.C. 103(a) as being unpatentable over 
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HAQUE '022 in view of Applicant's admission as applied to claims 1, 20, 21, 25, 26 and 
28 above, and further in view of KLEEBER6 et al. (5,089,290), for reasons as of 
record. 

Double Patenting 

5. Claims 1, 23-25, 28 and 29 stand provisionally rejected under the judicially 
created doctrine of obviousness-type double patenting as being unpatentable over 
claims 35-37, 40 and 42 of copending Application No. 09/529,052, for reasons as of 
record. 

Response to Arguments 

6. Applicant's arguments filed October 29, 2002 have been fully considered but 
they are not persuasive. 

In response to Applicant's arument on the rejection on grounds of provisional 
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obvious-type double patenting, it is noted that the claims of the present application 
and that of the other application are not related to a restriction requirement: the 
former is based on a 371 of PCT/KR98/00372 and the later on a 371 
PCT/KR98/00398. 

In response to Applicant's argument that HAQUE '022 does not teach a polymer 
film with hydrophilicity or hydrophobicity on a surface of a metal, first it is noted 
that since claim 33 does not recite the above limitation, it is irrelevant whether 
HAQUE '022 includes this feature or not. Second, it is noted that since HAQUE '022 
discloses in col. 3, lines 42-52 that the nature of the formed polymer film will depend 
upon the type of organic species used and whether both nitrogen and hydrogen are 
used, and since it is known that a polymer surface is either hydrophilic or hydrophobic, 
hence HAQUE '022 contemplates the above limitation. 

In response to Applicant's argument that HAQUE t 022 , s substrate is not one 
of the electrodes, it is noted that a metal substrate becomes an electrode when it is 
connected to an electrical power source, and since in Example II, HAQUE' 022 shows 
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that the metal substrate is placed on an anode, HAQUE l 022's metal substrate is an 
anode as it is directly connected to negative terminal of a power source. 

As to the argument that HAQUE '022 discloses the preference of an AC source 
over a DC source, it is noted that "disclosure of reference must be considered for 
what it fairly teaches one of ordinary skill in the art, pertinence of non-preferred 
disclosure must likewise be reviewed in such light", In re Meinhardt, 157 USPQ 270. 
And further, because it has been held that nonpreferred embodiments can be 
indicative of obviousness, Merck d? Co. V. Biocraft Laboratories Inc. 10 USPQ 1843; 
In re Lambert/ 192 USPQ 278; In re Kohler 177 USPQ 399; In re Mills 176 
USPQ 196; In re Boe 148 USPQ 507; In re Nehrenberg 126 USPQ 383. Here, 
HAQUE '022 discloses that the DC source can be used. 

To the argument on the concentration of the non-polymerizable gas, since 
HAQUE '022 discloses in col. 10, lines 41-45 that the organic species in gaseous form 
can be premixed with nitrogen and/or hydrogen, since HAQUE '022 also discloses in 
col. 3, lines 42-45 that the nature of the formed film will depend upon the type of 
organic species used and whether both nitrogen and hydrogen are used, the selection 
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of the concentration would have been within he level of ordinary skill in the art. 



7. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of 
time policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire 
THREE MONTHS from the mailing date of this action. In the event a first reply is 
filed within TWO MONTHS of the mailing date of this final action and the advisory 
action is not mailed until after the end of the THREE-MONTH shortened statutory 
period, then the shortened statutory period will expire on the date the advisory 
action is mailed, and any extension fee pursuant to 37 CFR 1.136(a) will be calculated 
from the mailing date of the advisory action. In no event, however, will the statutory 
period for reply expire later than SIX MONTHS from the mailing date of this final 



Conclusion 



action. 
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8. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Kishor Mayekar whose telephone number is (703) 308- 
0477. The examiner can normally be reached on Monday-Thursday from 8:00 AM to 
5:00 PM, 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Nam Nguyen, can be reached on (703) 308-3322. The fax phone number 
for this Group is (703) 872-9310 (non-after finals) or 872-9311 (after final). 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the Group receptionist whose telephone number is 
(703) 308-0661. 




Kishor Mayekar 
Primary Examiner 
Group 1700 

KM 

December 21, 2002 



